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DETAILED ACTION 

Response to Amendment 

1. in response to the Amendment received on January 17, 2007, the examiner 
has carefully considered the amendments. 

Response to Arguments 

2. Applicant's arguments filed January 17, 2007 have been fully considered 
but they are not persuasive. Applicant appears to be arguing that Mantel 1 et 
al is not anticipatory because Mantell et al does not require a polymerizable 
(solvent) in which a colorant is dispersed. The examiner, respectfully, 
disagrees. Mantell et al teaches an ink-jet ink composition comprising a 
polymerizable liquid epoxy or vinyl ether component. The examiner deems this 
liquid component (epoxy and especially vinyl ether) anticipates applicant's 
polymerizable solvent. Mantell et al teaches said colorant (pigments) may be 
in the form of a dispersion comprising a dispersant-see column 6, lines 55 to 
the end. And as stated in the rejection, mailed October 18, 2006, and in 
applicant's Remarks Mantell et al teaches the initiator can be kept separate 
from the curable ink composition-see column 10, lines 26-30. Additionally, 
Mantell et al teaches this allows for a more stable ink that will not 
polymerize in the print-head-see column 10, lines 51-53. Please see example 
1 and 6. Applicant's instant claim 1, as written, is an ink composition 
comprising a polymerizable solvent and a color dispersed therein and a 
reaction liquid comprising a photo-acid generator. said reaction liquid is 
prepared separately. Per example 6, Mantell et al teaches a composition of a 
photo-acid generator, a solvent, and a dispersant. Therefore, Mantell et al 
anticipates the preparation step of applicant's claims. Applicant's 
limitations "preserved" and "separately" are deemed anticipated by the 
reference because Mantell et al teaches preparing the polymerizable 
components and holding (preserving) until use, while additionally giving 
guidance for preparing the initiator separate from the polymerizable ink 
components, as well as, keeping them separate (preserving) until needed. 

The remarks and arguments regarding the rejection of Ushirogouchi et al 
in view of Mantell et al are not persuasive. Applicant appears to be arguing 
that the combination of Ushirogouchi et al and Mantell et al does not result 
an ink composition, as instantly defined, having favorable shelf life 
properties, as seen in applicant's disclosure (Table 2). These arguments are 
not persuasive since the claim is silent with regards to having this 
property. Applicant's claim is limited to an ink composition comprising a 
color ink comprising a polymerizable solvent and a colorant dispersed therein 
and a reaction liquid containing a photo-acid generating compound, wherein 
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the color ink- is prepared separately from the reaction liquid and the 
reaction liquid is prepared separately from the color ink and preserved 
separately until use. There is no requirement that the composition has a 
certain shelf life if any. The details from applicant's specification 
regarding results of applicant's cured ink from page 80 are moot since the 
claims are composition claims and not article of method claims. The claim 
does not require mixing the components or curing them. Regarding the 
arguments from page 4, lines 26 to page 5, line 1, these are also a concern 
of Mantell et al-see column 10, lines 57-58 to column 11, line 1. Therefore 
it is deemed that any person of ordinary skill in the art, at the time of the 
invention, appraised of Ushirogouchi et al and Mantell et al would have found 
it obvious to prepare and preserve the initiator (photo-acid generate) 
separately. The motivation would have been a reasonable expectation of 
preparing an ink composition that is stable in the presence of stray light as 
set forth by Mantell et al . The rejections of the claims are still pending- 
see below. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103 (a) which forms the basis 
for all obviousness rejections set forth in this office action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claims 1-2 and 11-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ushirogouchi et al (EP 1 357 159) in view of Mantell et al 
(EP 0 779 346) . 

Ushirogouchi et al teaches liquid inks for ink-jet applications. said 
ink comprises a photo-acid generating agent that generates an acid upon 
exposure to irradiation, a coloring component, and at least one kind of 
polymerizable solvent that is polymerized in the presence of an acid. Said 
polymerizable solvent contains at least 50 parts by weight a compound having 
an ali cyclic skeleton and/or an aliphatic skeleton having a viscosity of 50 
mPa*s or less and a boiling point of 150 0C or more under room temperature 
and atmospheric pressure. The ink composition should have a fluidity of at 
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least 30 cp. For this to be satisfied it is desirable to mix different kinds 
of polymerizable solvent monomers, such as compounds having the formulas (1) 
or (2), see page 19, which have a viscosity of about 1 to 30 cp, and 
compounds having the general formula (3), see page 20, which has a viscosity 
of between 20 to about 500 cp. The compounds disclosed by ushirogouchi et al 
of general formulas (1), (2) and (3) appear to anticipate claims 11-14, 18- 
19, and 21-22, wherein formulas (1) - (3) read on the latter claims. The 
ratio of high viscosity to low viscosity polymerizable solvent is disclosed 
as being from 1:1 or l:10-see page 20. This appears to read on claim 20. 
Said ink can further comprise oxetane compounds and vinyl ether compounds for 
improving transfer capabilities, adjustihg viscosity, and improvement in the 
photocurable rate. Per sections [0048] through [0063], ushirogouchi et al 
teach adding pigments and powdery materials to said polymerizable solvent. 
The particles size of said pigments and powder is disclosed as being from 0.1 
to 0.3 microns. Additionally, basic compounds such as those found in section 
[0108] can be added to said ink composition to suppress corrosion in the ink 
jet head of a recording apparatus-see page 24. When printing on surfaces 
that exhibit strong basic character it is possible to suppress the effects of 
the generated acid on the substrate by adding a radically polymerizable 
compound, such as an (meth) acrylate, vinyl or styrene based compounds. Said 
acid generating compounds are found on pages 5-16, wherein at least some of 
those in claim 27 can be found. The method claim 28 can be found in the 
reference in said examples and throughout the disclosure. 

ushirogouchi et al does not expressly teach preparing and preserving 
the photo-acid generating compound as a separate solution. However, this is 
a known process step in the art of ink jet compositions and printing methods. 
Mantel! et al teaches a similar ink composition comprising an liquid epoxy or 
vinyl ether component, a colorant, and a photo-acid generating onium salt, 
wherein said composition can further comprise pH adjusting agents, such as 
basic compounds, vinyl compounds. Mantell et al teaches that said photo-acid 
generating compound can be kept separate from the curable ink composition 
until the ink is ejected, which can be jetted onto the substrate prior to the 
ink composition. This ensure that the ink will not polymerize in the print- 
head regardless of the amount of stray light that reach the front face of the 
nozzles, thus maintaining the stability of the ink composition until use. 

Ushirogouchi et al and Mantell et al are analogous art because they are 
from the same field of endeavor that is the art of cationically cured inkjet 
ink compositions. Therefore it would have been obvious for an artisan of 
ordinary skill in the art to prepare and separate the photo-acid generating 
compound from the polymerizable ink composition and its components as 
suggested by Mantell et al in ink compositions as taught by Ushirogouchi et 
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al . The motivation would have been a reasonable expectation of obtaining a 
stable ink composition as taught by Mantel 1 et al in the absence of evidence 
to the contrary. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in 
this or a foreign country or in public use or on sale in this country, 
more than one year prior to the date of application for patent in the 
United states. 

6. Claims 1-2, 11-14, 17-18, and 23-28 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Mantel! et al (ep 0 779 346). 

Mantel 1 et al teaches a ink composition comprising an liquid epoxy or 
vinyl ether component, a colorant, and a photo-acid generating onium salt, 
wherein said composition can further comprise pH adjusting agents, such as 
basic compounds, vinyl compounds. Mantel! et al teaches that said photo-acid 
generating compound can be kept separate from the curable ink composition 
until the ink is ejected, which can be jetted onto the substrate prior to the 
ink composition. This ensure that the ink will not polymerize in the print- 
head regardless of the amount of stray light that reach the front face of the 
nozzles, thus maintaining the stability of the ink composition until use. 
Per example 1, Mantel 1 et al teaches his polymerizable compound to be a mono- 
vinyl ether compound, which has a boiling point of 208 0C and a molecular 
weight of 132.16 in combination with a pigment dispersion, which is prepared 
separately from the photo-acid generating composition (see example 6). 
Example 6 is deemed to read on claim 28. Said photo-acid generating agents 
can be found on page 4, which appear to anticipate at least some of those 
found in claim 27. Said pigments are disclosed as having , average particle 
sizes in range from 0.005 to 0.3 microns-see page 4. The teachings of the 
reference are deemed to anticipate the instantly claimed invention of the 
above listed claims. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Sanza L. McClendon whose telephone 
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number is (571) 272-1074. The examiner can normally be reached on Monday 
through Friday 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, James Seidleck can be reached on (571) 272-1078. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

information regarding the status of an application may be obtained from 
the Patent Application information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
pair or Public pair. status information for unpublished applications is 
available through Private pair only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. should you have questions on access 
to the Private pair system, contact the Electronic Business center (EBC) at 
866-217-9197 (toll-free). If you would like assistance from a uspto Customer 
Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000 . f\ 
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